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1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-3, 8-13 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for a fuel supply in a fuel cell, does not 
reasonably provide enablement for just any fuel supply. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the invention commensurate in scope with these claims. 

Throughout the entire specification of the present application, including the title, 
applicant has set forth a fuel supply in a fuel cell system. Applicant has provided no 
other environment in which the fuel supply could be used and so the claimed subject 
matter must reflect such. 

3. Claims 1-3, 12, 13 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for the membrane being cross-linked, 
does not reasonably provide enablement for the membrane not being cross-linked. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the invention commensurate in 
scope with these claims. 

As page 5, lines 6-16 of the present application set forth, for only the fuel to 
permeate through the membrane as recited in lines 2-3 of claim 1 , the membrane must 
be cross-linked and therefore all of the claims require amendment to recite the same. 
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4. Claim 3 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. 

This claim recites that the fuel has a gel-like structure. This is Incorrect because 
the present specification only supports the fuel and the membrane together having a 
gel-like structure. Amendment of this claimed subject matter is required. 

5. The following Is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 9-13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 9, line 2 recites an improper Markush expression. The word "a" should be 
changed to -the--. 

In claim 10, line 3, there is no antecedent basis for "single-layered cross-linked 
membrane". 

Claim 11, lines 2-3, the expression "single-layered cross-linked membrane" does 
not find proper antecedent basis nor does "second cross-linked membrane found In line 
3 of this claim. 

In both claims 12 and 13, line 2, there is no antecedent basis for "second cross- 
linked membrane". 



Application/Control Number: 10/798,839 
Art Unit: 1795 



Page 4 



7. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1 , 2 and 8 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Prasad at al.-US 6,924,054. (Prasad) 

Reference is made to the Abstract of Prasad along with column 2, line 48 through 
column 6, line 30 along with claim 29. These portions teach a cross-linked polymer that 
holds the fuel methanol. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is advised 
of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in 
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order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

1 1 . Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Prasad. 

The only claimed feature not shown by Prasad is the particular claimed polymer 
that is cross-linked. It would have been obvious to one of ordinary skill in this art at the 
time the invention was made to have formed the polyvinylpyrrolidone taught in column 
6, line 24 of Prasad cross-linked because Prasad provides for a cross-linked polymer in 
lines 20-21 in column 6 of Prasad and the same would provide for enhanced properties 
of the polymer by being cross-linked. 

1 2. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Both Suda et al. and Yonetsu et al. teach various materials that hold a fuel in a 
fuel cell. 

1 3. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to John S. Maples whose telephone number is 571- 
272-1287. The examiner can normally be reached on Monday-Friday, 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/798,839 Page 6 

Art Unit: 1795 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John S. Maples/ 

John S. Maples 
Primary Examiner 
Art Unit 1795 
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